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DETAILED ACTION 



Response to Amendment 

In response to the Amendment received on October 30, 2008, the examiner has 
carefully considered the amendments. The examiner acknowledges amended claims 4 
and 5; and that claims 1-3 have been withdrawn. 



Response to Arguments 

Applicants' arguments with respect to claims 4 and 5 have been considered but 
are moot in view of the new ground(s) of rejection. The new rejections are necessitated 
by applicants' amendments. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 4 and 5 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Amended claims 4 and 5 include the limitation 
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"which does not contain any organic acid salt of melamine." There is no support, 
whether to include or exclude this component, for this amendment in the specification. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4 and 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claims recite "a photocurable resin composition 
comprising a carboxy-containing unsaturated resin (A) obtained by reacting a carboxy- 
containing resin (a) with an epoxy-containing unsaturated compound (b); a solvent (B); 
and a biphenol-type epoxy resin or a novolac-type epoxy resin, and which does not 
contain any organic acid salt of melamine. It is unclear as to whether the biphenol-type 
epoxy resin or novolac-type epoxy resin is intended to further identify the epoxy- 
containing unsaturated compound (b); or if it is added as a separate component, such 
as (C). In view of Production Example 3 in the instant application, and for purpose of 
further examination, the examiner takes the position that the biphenol-type epoxy resin 
and novolac-type epoxy resin reads on applicants' required epoxy-containing 
unsaturated compound (b). 

Also, the claims recite a "biphenol-type" or a "novolac-type," but applicants do not 
make clear what is meant by "biphenol-type" or "novolac-type." Without definition, the 
examiner cannot determine the meaning of "biphenol-type" or "novolac-type," thus 
claims 4 and 5 are found indefinite. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 4 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Takao and Minoru (JP 2003-149475). 

Takao and Minoru teach a resin composition for optical waveguides comprising a 
mixture of an ethylenically unsaturated carboxylic resin (A), a diluent (B), and a 
photopolymerization initiator (C) [0006]. The carboxylic resin (A) has at least one 
ethylene nature unsaturation group and at least on carboxyl group in the molecule. As 
a more desirable embodiment, the carboxylic resin (A) is composed by an epoxy resin 
(a), acrylic acid (b), and an optional component which has at least two epoxy groups. 
As an example of an epoxy resin (a) having at least two epoxy groups in a molecule, a 
bisphenol-A type epoxy resin, bisphenol-F type epoxy resin, and novolac type epoxy 
resins, just to name a few [0007-0009]. Also, a resin obtained by reacting one 
carboxylic acid, which has two hydroxyl groups, and a polybasic acid anhydride may be 
incorporated into the resin [0007]. This resin reads on applicants' required carboxy- 
containing resin (a). The acrylic acid (b) also reads on applicants' required carboxy- 
containing resin, wherein the acrylic acid has the same properties and functions of a 
carboxy-containing resin. The epoxy resin (a), disclosed by Takao and Minoru, reads on 
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applicants claim to a biphenol or novolac-type epoxy resin; The optional component as 
disclosed by Takao and Minoru, which as at least two epoxy groups, reads on 
applicants' claim to the epoxy-containing unsaturated compound, and the diluent reads 
on applicants required solvent (B). Takao and Minoru teach the use of the disclosed 
resin composition in an optical waveguide, wherein said resin could be used as a core, 
lower, or upper cladding layer, wherein upon curing, and the resin composition reads on 
applicants' claim to a photocurable dry film [0024-0032]. The examiner also notes that 
Production Example 3, disclosed as a preferred embodiment, is identical to Example 1 
as disclosed by Takao and Minoru [0028-0029]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takao and Minoru (JP 2003-149475) as evidenced by Sato et al. (US Serial No. 
2001/0003759). 

In the instance that the biphenol-type or novolac-type epoxy resin is not intended 
to read on the epoxy-containing unsaturated resin (b), as disclosed in the instant 
application, but intended to be in addition to the carboxy-containing unsaturated resin 
(A); Takao and Minoru do not teach the photocurable resin composition further 



Application/Control Number: 10/588,796 Page 6 

Art Unit: 1796 

comprising a biphenol-type or novolac-type epoxy compound. The disclosure of Takao 
and Minoru is adequately set forth above and is herein disclosed by the reference. 

Sato et al. discloses a photocurable resin composition which comprises (A) an 
acid-modified, vinyl group-containing epoxy resin, (B) an elastomer, (C) a photo 
polymerization initiator, (D) a diluent, and (E) a curing agent. The acid-modified, vinyl 
group-containing epoxy resin for use as component (A) is an epoxy resin modified by a 
vinyl group-containing monocarboxylic acid, preferably a resin obtained by reaction of at 
least one epoxy resin (a) selected from the group consisting of novolac type epoxy 
resin, bisphenol A type epoxy resin, or bisphenol F type epoxy resin with a vinyl group- 
containing monocarboxylic acid (b) [0009-0015]. The vinyl group-containing 
monocarboxyilc acid (b) includes acrylic acid, methacrylic acid, to name a few [0021]. 
The curing agent (E) is preferably compounds that are curable by heat and/or UV, that 
are curable together with the carboxyl groups and hydroxyl groups of acid-modified, 
vinyl group-containing epoxy resin (A). Examples of said curing agent (E) include epoxy 
compounds, such as bisphenol A type epoxy resins, bisphenol F type epoxy resins, and 
hydrogenated bisphenol A type epoxy resins [0051]. Sato et al. demonstrates that the 
curing agents are useful in improving the heat resistance, adhesive properties, and 
chemical resistance of the photocurable resin [0051], and therefore it is well settled that 
it is prima facie obvious to add known components for their properties and to be useful 
for the same purpose. See In re Under, 173 USPQ 356. 
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Correspondence 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessica Paul whose telephone number is (571)270- 
5453. The examiner can normally be reached on Monday thru Friday 8:00- 6:00p; 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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